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1. Introduction 

On December 15, 2015, the European Parliament issued a press release stating that it 

had approved a EU Trade Mark reform package1, hereafter referred to as “the reform 

package.”  The reform package includes two instruments.  One is Regulation 2015/2424 

of the European Parliament and of the Council of 16 December 2015, hereafter referred 

to as “the New Regulation”, which is a revision of the 1994 Regulation (codified as 

207/2009/EC) on the Community trade mark.  The other is Directive 2015/2436 of the 

European Parliament and of the Council of 16 December 2015, hereafter referred to as 

“the New Directive”, which is a recast of the 1989 Directive (codified as 2008/95/EC) 

approximating the laws of the Member States relating to trade marks. 

The legislative history of the amendment was started on March 27, 2013, by a 

legislative proposal for both the New Regulation2 and Directive3 for the purpose of 

“foster[ing] innovation and economic growth by making trade mark registration systems 

all over the EU more accessible.”  As a background, it was explicitly stated that the 

increase of trade mark users under competitive environment indicated the growing 

importance of EU Trade Mark System, and there is a need of refinement in both the 

Trade Mark Regulation and Directive to obtain high-quality Trade Mark System.  Also, 

there was a need to make trade mark protection more accessible to SMEs in addition to 

deepen cooperation between the Office for Harmonisation in the Internal Market 

(OHIM)4 and National Offices.  Finally, in 2011 Intellectual Property rights strategy for 

Europe, there was a review to modernize the EU Trade Mark System by making it more 

effective, efficient, and consistent.5  Based on this background, the New Regulation and 

                                                
1 European Parliament, “Trade mark reform package approved by the European Parliament”, Plenary sessions. 
2 Procedure file 2013/0088 (COD). 
3 Procedure file 2013/0089 (COD). 
4 Renamed to European Union Intellectual Property Office (EUIPO) since March 23, 2016. 
5 2011 IPR Strategy, Communication “A single Market for Intellectual Property Rights” – 24.05.2011. 
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Directive was proposed in parallel.  With regard to the enforcement, which is a very 

important aspect for all the trade mark right owners, the amendments was aimed at 

increasing the legal certainty by clarification of provisions and removing ambiguous 

expression especially in terms on scope and limitations. 

Here looking at articles of the New Regulation and Directive in detail, first of all, an 

improved mean to argue against counterfeit goods would be possible.  According to the 

New Regulation (Art. 9(4)) and Directive (Art 10(4)), better protection would be 

possible for goods coming from third countries without authorization of the trade mark 

right holders, where the respective trade mark on the goods is identical with the 

registered trade mark.  In the case of lawsuit, it is the holder of goods that need to 

provide evidence that the trade mark is not to be infringed at the final destination. 

Secondly, an improved mean to argue against acts related to preparatory acts would be 

possible.  Here, the preparatory acts means the acts in relation to the use of packaging or 

other means.  Under the New Regulation (Art. 9a) and Directive (Art. 11), labels or 

packages, as such, could be ceased even before it is fixed to certain goods so that it 

would not be possible to label or package the goods at the destination, shipped 

separately from the labels or the packages. 

Finally, clarification has been made as regards to limitation and “fair and honest” use.  

Traditionally, trade mark shall not prohibit any third parties from using natural person’s 

name or address, non-distinctive or suggestive signs and indications, nor the trade mark 

for the purpose of identifying goods or services where the use of that trade mark is 

necessary to indicate the intended purpose of a product or service.  Under the New 

Regulation (Art. 12(2)) and Directive (Art. 14(2)), it now explicitly states that this 

provision would only apply where the use made by third parties is in accordance with 

honest practices in industrial or commercial matters. 

In this report, the focus will be on three selected topics related to enforcement of trade 

mark rights; those three topics are: (1) Right to Seize Infringing Goods in Transit, (2) 

Right to Prohibit Use in Relation to Preparatory Acts, and (3) The New Trade Mark 

Defenses – Limitations and Honest Practices.  For each topic, the background and 
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changes on the provisions will be introduced, followed by analysis and discussion on 

effect for each amendment.  Then, the report shall be concluded making few remarks to 

the trade mark enforcement aspect in the reform package as a whole. 

2. Right to Seize Infringing Goods in Transit 

The New Regulation and Directive provide measures for the effective enforcement of 

intellectual property rights associated with the trade mark infringing goods.  Article 9(4) 

first subparagraph of the New Regulation and Article 10(4) first subparagraph of the 

New Directive state “Without prejudice to the rights of proprietors acquired before the 

filing date or the priority date of the EU trade mark, the proprietor of that EU trade 

mark shall also be entitled to prevent all third parties from bringing goods, in the course 

of trade, into the EU without being released for free circulation there, where such goods, 

including packaging, come from third countries and bear without authorization a trade 

mark which is identical with the EU trade mark registered in respect of such goods, or 

which cannot be distinguished in its essential aspects from that trade mark.”  The New 

Regulation and Directive provides provisions for the prohibition of importation of 

goods into the EU territory even in conditions where the only consignor is acting for 

commercial purposes and ensure the trade mark owner’s right to prohibit businesses 

located in any part of the world involved in acts of importation of goods into the EU 

territory that have been sold, offered, advertised, or shipped to private consumers.  

Further, it also discourages the ordering and sale of counterfeit goods over the online 

portals through the Internet. 

In addition, the New Regulation and Directive also provide a balance for the certainty to 

the holder of the goods if the holder shows evidences proving non-entitlement of for the 

prohibition of goods on the market in the country of final destination.  Article 9(4) 

second subparagraph of the New Regulation and Article 10(4) second subparagraph of 

the New Directive state “the entitlement of the proprietor of an EU trade mark pursuant 

to the first subparagraph shall lapse if, during the proceedings to determine whether the 

EU trade mark has been infringed, initiated in accordance with Regulation (EU) No 
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608/2013 of the European Parliament and of the Council 6  concerning customs 

enforcement of intellectual property rights, evidence is provided by the declarant or the 

holder of the goods that the proprietor of the EU trade mark is not entitled to prohibit 

the placing of the goods on the market in the country of final destination.” 

The amendments in the New Regulation and Directive are based on the landmark 

decisions of the court of justice namely C-446/09 (Philips)7 and C-495/09 (Nokia)8.  

Both of those judgments clarify that the goods entering the custom territory of the EU 

without release into circulation freely bearing a trade mark similar to the registered 

trade mark and destined to some other country cannot be classified as “counterfeit 

goods” or “pirated goods” within the meaning of within the meaning of Regulation No 

3295/94.   

To provide the efficient measures to strengthen trade mark protection and combat 

counterfeiting, Recital 15 of the New Regulation and Recital 21 of the New Directive 

empower the trade mark proprietors to prevent third parties from bringing goods, in the 

course of trade, into the EU without being released for free circulation there, where such 

goods coming from third countries bear an identical trade mark to the registered trade 

mark for goods in that particular category.  This will also enable to comply with the 

international obligations of the EU under the World Trade Organization (WTO) 

framework, the freedom of transit provision provided by article V of the General 

Agreement on Tariffs and Trade (GATT), and the freedom of transit in respect of the 

generic medicines as per the “Declaration on the TRIPS Agreement and public health” 

adopted by Doha WTO Ministerial Conference on 14 November 2001. 

In continuation of Recital 15 of the New Regulation and Recital 21 of the New 

Directive, it further clarifies about some additional provisions for customs enforcement. 

Recital 16 of the New Regulation and Recital 22 of the New Directive further ensures 

the empowerment of the trade mark proprietors to prevent entry of infringement goods 

                                                
6 Regulation (EU) No 608/2013 of the European Parliament and of the Council of 12 June 2013 concerning customs 
enforcement of intellectual property rights and repealing Council Regulation (EC) No 1383/2003 (OJ L 181, 
29.6.2013, p. 15). 
7 Case C-446/09 – Koninklijke Philips Electronics NV v Lucheng Meijing Industrial Company Ltd and others. 
8 Case C-495/09 – Nokia Corporation v Her Majesty’s Commissioners of Revenue and Customs. 
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as well as their placement in all customs situations, which includes the transit, 

transshipment, warehousing, free zones, temporary storage, inward processing, or 

temporary admission in situations where the goods are not intended to be placed in the 

EU market. The recital further clarifies that in such situations, the customs authorities 

can make the use of the power and procedure as per the regulation or European 

Parliament and the council on request of the trade mark right holder.  It further 

mandates the customs authorities for carrying out the relevant controls based on criteria 

of risk analysis. 

The New Regulation and Directive have clarified some provisions for the smooth transit 

of the generic medicines in Recital 19 of the New Regulation and Recital 25 of the New 

Directive, respectively, which clarifies that appropriate measures should be taken for the 

smooth transit of generic medicines.  It prevents the trade mark proprietors to enforce 

his rights on third parties bringing goods into the EU territory based on the similarities 

between the International nonproprietary names (INN) as globally recognized generic 

names for active ingredients in pharmaceutical products and the trade mark. 

3. Right to Prohibit Use in Relation to Preparatory Acts 

3.1. The Importance of Fighting Against Counterfeiting 

In 2014, European detentions involving IP Rights increased by more than 10% 

compared to 2013, reaching a new all-time high of 95,000 cases.  This can probably be 

explained because according to a new procedure the right-holder can ask the authorities 

to destroy the goods when they infringe their IP rights.9  The top categories of detained 

products in Europe are: cigarettes, which are 35% of the overall amount of detained 

articles, followed by toys (10%), medicines (8%), clothing (6%) and foodstuffs (4%).  

And, of course, the main country of provenance of these products is still China.10 

Counterfeiting is both a relevant and serious issue, not just for economic growth, but 

also because of the destruction of employment opportunities —of real importance 

                                                
9 European Commission, “Report on EU customs enforcement of intellectual property rights. Results at the EU 
border 2014” (2015) p. 11. 
10 European Commission, “Report on EU customs enforcement of intellectual property rights. Results at the EU 
border 2014” (2015) p. 7. 
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nowadays, after the global economic crisis of 2007—  and the loss of tax income.  The 

biggest problem is the horrifying statistic that 700,000 people are killed every year by 

counterfeit drugs: counterfeit medicine causes failure to provide effective treatment; 

adulteration by toxic chemicals can lead to death or injury; or if it does come with the 

active ingredient, it will probably contain too little of it - not enough to kill the disease 

agent.11  Other reasons to reinforce our fight against counterfeiting can be found at the 

International Chamber of Commerce’s website: deterioration of tax base, lack of 

transparent economic policies in developing countries leading to a negative impact on 

Foreign Direct Investment, impact on innovation and R&D, links to organized crime, 

impact on European Small and Medium Enterprises and the problem of having internet 

platforms selling these counterfeit products.12   Nevertheless, the simple fact that 

hundreds of thousand of people are dying every year because of counterfeiting 

sufficiently justifies why we should find efficient ways to fight against it, and that 

should be taken into account by our political leaders when drafting future laws.  

3.2. The New Right to Prohibit Use in Relation to “Preparatory Acts” 

What is conferred by registered trade mark is negative right: the faculty to prohibit third 

parties from using an identical sign or a sign that can be confused with the one 

registered.  The trade mark can be extended not only against identical signs but also 

against those signs that are similar and used in relation with identical or similar 

products.13  But what is the scope of this exclusive right?  In Anheuser-Busch v 

Budejovicky Budvar, the European Court of Justice shaped this issue holding that the 

exercise of this right “must be reserved for those cases in which the use of the sign by a 

third party diminishes or can diminish the functions of the registered trademark and in 

particular its essential function, which consists in guaranteeing to consumers the origin 

of the product.”14 

The New Directive comes with some amendments intended to “strengthen trade mark 

                                                
11 J. Harris, P. Stevens, J. Morris, “Keeping it real. Combating the spread of fake drugs in por countries” (2009) 
International Policy Network, p. 4. 
12 http://www.iccwbo.org/Advocacy-Codes-and-Rules/BASCAP/BASCAP-Research/Why-Enforce-/ 
13 C. Fernández, J. M. Otero and M. Botana, “Manual de la Propiedad Industrial” (2013) Marcil Pons, p. 697. 
14 Case C-96/09 P – AnheuserBusch v Budejovicky Budvar. 
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protection and combat counterfeiting more effectively, in line with international 

obligations of the Member States within the World Trade Organisation (WTO) 

framework” as is stated in Recital 21.  Also as it could be seen in Recital 26, the New 

Directive enables proprietors of trade marks to fight against counterfeiting more 

effectively they can prohibit certain preparatory acts.  In order to comply with these 

premises, the New Directive contains, in Article 11, a new right conferred on the owner 

of a registered trade mark, namely: “The right to prohibit preparatory acts in relation to 

the use of packaging or other means.”  This article can also be found, written in the 

same words, under Article 9a of the New Regulation.  This right can be a strong tool for 

those companies which have a trade mark registered in one of the Nice classification 

Classes other than Class 16 (plastic sheets, sacks and bags for wrapping and packaging), 

allowing them to protect their trade marks against preparatory acts related to the 

production of packaging. 

According to Article 9a of the New Regulation and Article 11 of the New Directive, the 

owner of a registered trade mark has the exclusive right to prohibit these preparatory 

acts when there can be a risk “(…) that the packaging, labels, tags, security or 

authenticity features or devices (…)” might constitute an infringement under Article 

9(2) and (3) of the New Regulation and Article 10(2) and (3) of the New Directive.  In 

addition, the only acts subject to prohibition will be: affixing a sign which is identical or 

similar to that packaging, labels, tags, and so forth; or the mere offering, placing on the 

market, stocking for such purposes, or the importing or exporting of the same. 

It is possible to say that the main reason for the introduction of this new Article into the 

New Regulation and Directive was that —although there were some national laws 

allowing trade mark owners to proceed against the importation, distribution, and sale of 

labels, packaging and similar products combinable with products to convert them into 

infringing products— it was important to introduce such rules in order to more 

efficiently combat counterfeiting.  This introduction was suggested by Max Planck 

Institute back in 2011, and apparently it was strongly taken into account by the 
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European Commission afterwards.15 

4. The New Trade Mark Defenses – Limitations and Honest Practices  

4.1. The Old and the New Trade Mark Defense System - A Comparative 

Analysis 

Notable changes in the EU Trade Mark Law scheme have been brought up by both the 

New Regulation and Directive, in the Defenses sector as well.  According to Article 12 

of the New Regulation and Article 14 of the New Directive, a trade mark proprietor 

should not be entitled to prohibit third parties from using a trade mark in course of trade, 

when a trader uses as a trade mark the name or address of a third party, where that is a 

natural person.  As with all of the defenses this is subject to the proviso that the use is 

“in accordance with honest practices regarding industrial or commercial matters.”16 

The “own name defense” has been narrowed down to “natural persons”, excluding 

corporations, business entitles and partnerships when relying on that kind of defense17.  

In that case it is crucial for enterprises to consider appropriate searches before adapting 

trade names.  That would ensure that there are no relevant third-party rights that could 

potentially be infringed.  It is therefore important to declare that this defense has been 

successful in the past regarding company names.  In Stichting BDO and others v BDO 

Unibank, Inc and others18 the UK High Court held that the defendants’ use of the marks 

BDO and BDO REMIT did not infringe Stichting BDO’s Community Trade Mark.  

Although this case was a rare example of the “own name” defense, succeeding in the 

UK courts, it seems to be something which was altered under then new legal regime.19  

Article 6(1)(a) of the previous provision of the Directive (1989 Directive (codified as 

2008/95/EC)) has been interpreted broadly by the ECJ as well.  In Anheuser-Busch 

v.Budejovicky Budvar the ECJ extended the use not only to natural persons.20  Despite 

of those changes, Commission seemed to be interested in imposing its original intention 

rather than letting courts broadening the interpretation of such defense, which may in its 

                                                
15 Max Planck Institute, “Study on the Overall Functioning of the Community Trade Mark System” (2011) [2.218] 
16 L.Bently and B.Sherman “Intellectual Property Law” (2014) Oxford, p. 1062. 
17 Steven James, “Significant changes to the EU trade mark system ahead”, E- commerce law & policy journal, p 2.  
18 Stichting BDO et al. v. BDO Unibank, Inc et al., [2013] EWHC 418 (Ch).  
19 http://www.inta.org/INTABulletin/Pages/UNITEDKINGDOMOwnNameDefenseSuccessful.aspx  
20 Case C-245/02 – Anheuser-Busch v. Budejovicky Budvar. 
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position cause damage to trade mark holders.21 

Due to the current reforms, another significant change has been made.  The 

descriptiveness defense has been extended to cover the use of non-distinctive signs as 

well.  More specifically, according to Article 12(1)(b) of the New Regulation and 

Article 14(1)(b) of the New Directive, signs or indications which are not distinctive or 

which concern the kind, quality, quantity, intended purpose, value, geographical origin, 

the time of production of goods or of rendering service or other characteristics of goods 

or services can be applied by a defendant in order to avoid trade mark infringement.  

This will enable trade mark proprietors of using non-distinctive components of earlier 

registered marks as decorations or as indications of their own marks.  Thus, we assume 

that the new defense will apply only to those components of registered marks which 

remain non-distinctive and not to the non-distinctive elements which have acquired 

distinctiveness through use.  In that respect, its application would be slightly different 

from the descriptive use exception in Article 12(1)(c) of the New Regulation or in 

Article 14(1)(c) of the New Directive.  Moreover, applications are rejected only when 

they consist exclusively of non-distinctive elements, so it is possible to register trade 

marks that include of non-distinctive components as well.  Consequently, one may 

imply that the justification behind the new adaptations is Commissions intention to 

endow some freedom to trade mark proprietors. 

The reform package brought another fundamental change regarding the extension of the 

“intended purpose” defense as to a more general referential use.  Article 12(1)(c) of the 

New Regulation and Article 14(1)(c) of the New Directive apply where the use of a 

third party sign is “necessary to indicate the intended purpose of a product or service, in 

particular as accessories or spare parts.”  The scope of law is extended to all 

circumstances where the trade mark is being used for the purpose of identifying or 

referring to goods or services as those of the proprietor of the EU trade mark, offering 

greater protection for suppliers of accessories or spare parts22.  Without a doubt, that 

change offers remarkable freedom to European traders giving them the opportunity to 

refer to trade mark owner’s goods or services by using another trader’s mark. This 
                                                
21 L.Bently and B.Sherman, “Intellectual Property Law”, (2014), Oxford, p. 1064.  
22 Steven James, “Significant changes to the EU trade mark system ahead”, E- commerce law & policy journal, p 2.  
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provides equivalent freedom as in the United States where a body of case law has 

emerged, in which traders are permitted to such acts.23  Even though this change 

brought a “notional” broadening of the exception we should underscore that in terms of 

reform it did not extend the defense too much24.  Max Planck Institute had suggested the 

broadening of the exception as to parodic references as well which was not finally 

included to the reform package25.  

4.2. In Front of the New Limitations – Issues of Freedom of Speech 

Regarding the “own name defense” narrowing the scope of the limitation does not seem 

appropriate.  It creates unequal conditions for trade names in case of conflicts regarding 

company names.  Regarding that issue, there have been disputes within the member 

states which were resolved by the ECJ to the contrary of what was finally adopted by 

the new law.26  Using the rule of proportionality the Commission should have tried to 

balance the rights to property (Article 1 of Protocol No. 1 ECHR) and the rights to 

freedom of expression (Article 10 of Protocol No. 1 ECHR) in favor of the broadening 

of that exception.  Enterprises would be limited in using certain company names which 

may be well established in course of trade.  While every rule is tested by “fair use” 

under Article 12(2) of the New Regulation or under Article 14(2) of the New Directive, 

this would not cause any unfair judgments against trade mark proprietors if the Article 

kept its broad definition. 

On the other hand, regardless the proposals of Max Planck Institute27, the  Commission 

denied the adaptation of a parody exception in contrast with Copyright Law, where 

parody exists as a defense (Article 5(3)(k) of the InfoSoc Directive)28.  In a case where a 

trader offers goods that have expressive qualities this could lead to trade mark 

infringement and consequently to restriction of freedom of speech.29  An example 

drawn by US case law would be helpful here.  In Louis Vuitton Malletier S.A. v. Haute 

                                                
23 L.Bently and B.Sherman, “Intellectual Property Law” (2014) Oxford, p. 1071.  
24 L.Bently and B.Sherman, “Intellectual Property Law” (2014) Oxford, p. 1071. 
25 Max Planck Institute, “Study on the Overall Functioning of the Community Trade Mar System” (2010) [2.258]-
[2.262]. 
26 Case C-245/02 – Anheuser-Busch v Budejovicky Budvar.  
27 Max Planck Institute,”Study on the Overall Functioning of the Community Trade Mar System” (2010) [2.262].  
28 http://europeanlawblog.eu/?p=2539  
29 L.Bently and B.Sherman, “Intellectual Property Law” (2014) Oxford, p. 1093.  
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Diggity Dog, the plaintiff was selling dog toys under the name “Chewy Vuitton”30 using 

the name of the famous warehouse.  This would have been a case defensed under the 

parody exception if it was finally adopted.  In general, an exception for communication 

purposes to protect trade marks in artistic works was denied as well, suggesting that in 

vast harmonization processes fundamental rights –like freedom of speech- sometimes 

are being compressed. 

5. Conclusion 

With the reform package, among the changes successively done in the regulation and the 

directive regarding the EU Trade Mark System, notable amendments have been brought in the 

EU Trade Mark System, including the right to seize infringing goods extended to those in transit, 

the introduction of the new right to prohibit use in relation to preparatory acts, and the new trade 

mark defenses regarding limitations and honest practices. 

First of all, the reform package expands the right to seize infringing goods whether they are in 

transit or not in order to broadly enforce trade mark rights protected within the EU territory.  

Along the reinforcement of this right, it is noticeable that the role of the customs authorities has 

been also increased.  As from the moment they identify potential confusing goods, they are 

allowed to retain them and then inform the right holders who have the opportunity to do a 

judicial request. 

Secondly, the reform package have introduced a new right for the right holder to prohibit the 

preparatory acts in relation to the use of packaging or other means and this way extend the 

arsenal of the enforcement measures. 

Thirdly, the reform package affects two defenses, which are the honest practices and the right to 

use descriptive or non-distinctive signs or indications.  These defenses are necessary to 

counterbalance such enforcement, which are to be limited in a certain extent in order to prevent 

abusive actions from the right owners and preserve the defense rights of the third parties. 

At first sight, both the New Regulation and Directive seem to preserve the third parties’ 

legitimate interests in including some limitations to the trade mark owners.  In effect, the reform 

package prevents trade mark owners from prohibiting third parties from using a trade mark in 

                                                
30 Louis Vuitton Malletier S.A. v. Haute Diggity Dog (4th Cir. 2007).   
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course of trade, when a trader uses, as a trade mark, the name or address of a third party in 

accordance with honest practices in industrial or commercial matters.  But actually, this 

prohibition concerns only the use of a trade mark by a natural person.  The reform package goes 

in fact further in expanding the descriptiveness defense to cover the use of non-distinctive signs 

as well.  That contributes to extend the protection given to the rights holders. 

In parallel, the reform package makes finally clear that parody cannot be used as a legal defense 

in denying any adaptation as copyright law enables.  That also impacts the scope of freedom of 

speech that is found excluded from this area.  However, it has the merit to make the articulation 

between the different intellectual property rights more consistent and avoid a confusion of legal 

bases. 

In a nutshell, it is understandable that trade mark owners need a better and efficient protection 

of their rights throughout the EU territory.  The reform package moves in that direction.  

However, it is noticeable that such new rights granted to the rights holders, if they are not 

debatable in themselves, could be questionable on the point of their scope.  Indeed, such 

extended and intrusive enforcement measures should be determined cautiously. 

As a consequence, we believe that enforcement measures are to be defined with more precision 

in order to ensure both better protection of trade mark right holders and to keep the right balance 

with the legitimate interests of third parties that are implied. 

 

 


